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DETAILED ACTION 

• This action is responsive to the following communication: an RCE filed on 
04/28/06. 

• Claims 1-17 and 19-20 are pending in the present application. Claims 1-3, 5-6, 8- 
11 and 16-17 are amended. Claim 18 is canceled. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-17 and 19-20 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Czyszczewski et al. (U.S. Patent No. 6,577,907) hereinafter Czyszczewski. 

Regarding claim 1, Czyszczewski discloses a method of distributing (col. 7, lines 
22-25) print job data from an e-mail enable printer (fig. 1, MFP device 10, capable or 
sending or receiving email with attachment for printing), said print job data to be printed 
by the e-mail enabled printer (col. 3, lines 1-5), said method comprising: retrieving said 
print job data from a memory of said e-mail enable printer (col. 3, lines 30-32); attaching 
said print job data to an e-mail (col. 3, lines 30-32, see fig. 9D); sending said e-mail and 
said print job data to an e-mail enable device (col. 1, lines 50-51, send and receive 
email and col. 3, lines 5-7, redirect to another printer or output device and see fig. 3, 
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multiple MFP that can send and receive email with attachment); and storing said print 
job data in a job retention memory of said e-mail enabled device (col. 3, lines 5-6, hold 
for later access). 

Regarding claim 2, Czyszczewski discloses the method of claim 1, wherein said 
retrieving said print job data from said memory of said e-mail enabled printer comprises 
retrieving said print job data from a job retention memory of said e-mail enabled printer 
(col. 3, lines 5-7, hold a document for later access, also col. 3, lines 10-40). 

Regarding claim 3, Czyszczewski discloses the method of claim 1, wherein said 
retrieving said print job data from a memory of said e-mail enabled printer is initiated 
using a device in communication with said e-mail enabled printer (col. 3, lines 10-30, 
database record, and col. 6, lines 50-60, see fig. 4). 

Regarding claim 4, Czyszczewski discloses the method of claim 3, wherein said 
device in communication with said e-mail enabled printer includes a network device 
selected from a group consisting of a workstation, an e-mail enabled printer, and an e- 
mail server (see fig. 4, email server 75). 

Regarding claim 5, Czyszczewski discloses the method of claim 1, further 
comprising creating an e-mail for attaching said print job data to, said e-mail including 
an e-mail address (inherent that email needs and address to send the email and 
attachment to, see fig. 9E, enter email address or name of people to send email to). 

Regarding claim 6, Czyszczewski discloses the method of claim 5, wherein said 
creating an e-mail for attaching said print job data to comprises: providing a list of 
available e-mail addresses; selecting at least one of said available e-mail addresses; 
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and creating an e-mail addressed to each of said selected at least one available e-mail 
addresses (col. 12, lines 60-67 and col. 13, lines 1-9, see fig. 9D). 

Regarding claim 7, Czyszczewski discloses the method of claim 6, wherein said 
providing a list of available e-mail addresses comprises: retrieving a list of stored e-mail 
addresses from a memory of said e-mail enabled printer; and displaying said list of 
stored e-mail addresses for selection (col. 13, lines 1-9, see fig. 9D). 

Regarding claim 8, Czyszczewski discloses the method of claim 5, wherein said 
creating an e-mail for attaching said print job data to comprises: retrieving at least one 
e-mail address entered by a user; and creating an e-mail addressed to said at least one 
e-mail address entered by said user (col. 12, lines 60-67, see fig. 9D). 

Regarding claim 9, Czyszczewski discloses the method of claim 1, wherein said 
attaching said print job data to an e-mail created by said e-mail enabled printer 
comprises attaching said print job data to an e-mail addressed to at least one 
designated e-mail address (col. 13, lines 5-9, see fig. 9D, attachment can be text or 
PDF). 

Regarding claim 10, Czyszczewski discloses the method of claim 1, wherein said 
sending said e-mail and said print job data to an e-mail enabled device comprises 
sending an e-mail and said print job data from said e-mail enabled printer to a network 
device selected from the group consisting of a workstation, an e-mail enabled printer, 
and an e-mail server (see fig. 3 and 4). 

Regarding claim 11, Czyszczewski discloses a method of distributing (col. 7, 
lines 22-25) a print job (fig. 1, MFP device 10, capable or sending or receiving email 



Application/Control Number: 09/989,340 Page 5 

Art Unit: 2625 

with attachment for printing), comprising: storing one or more print jobs in a memory of 
an e-mail enabled printer (col. 3, lines 5-7, hold a document for later process), each of 
said print jobs comprising data to be printed by the e-mail enable printer (col. 3, lines 1- 
5); selecting at least one of said print jobs stored in said memory of said e-mail enabled 
printer for distribution (col. 3, lines 30-32, see fig. 9D); creating an e-mail (fig. 9D and 
9E); attaching said data of selected at least one print job to said e-mail (col. 3, lines 30- 
32, see fig. 9D, document attached as PDF or text); and sending said e-mail for 
distributing said data of said selected at least one print job (col. 1, lines 50-52, sending 
and receiving data such as e-mail via MFP device 10, i.e., the device 10 is networked 
such as fig. 3 and each MFP devices can send and receive email or fax). 

Regarding claim 12, Czyszczewski discloses the method of claim 11, wherein 
storing one or more print jobs in said memory of said e-mail enable printer comprises: 
sending a print job to an e-mail enabled printer (col. 1, lines 50-53 and col. 3, lines 1-5, 
also, see fig. 3); receiving said sent print job at said e-mail printer (col. 1, lines 50-53); 
and storing said print job in a job retention memory of said e-mail enabled printer (col. 3, 
lines 5-7). 

Regarding claim 13, Czyszczewski discloses the method of claim 11, wherein 
said creating an e-mail comprises (see. figs. 9D and 9E): retrieving a list of available e- 
mail addresses from said memory of said e-mail enabled printer (col. 13, lines 1-9); 
selecting at least one e-mail address from said retrieved list of available e-mail 
addresses (col. 13, lines 1-9); and addressing an e-mail with said selected at least one 
e-mail address (col. 13, lines 1-9). 
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Regarding claim 14, Czyszczewski discloses the method of claim 11, wherein 
said creating an e-mail comprises (see figs. 9D and 9E): entering at least one e-mail 
address into said e-mail enabled printer using a control panel of said e-mail enabled 
printer (see figs. 9D and 9E); and addressing an e-mail with said at least one entered e- 
mail address (col. 12, lines 60-67). 

Regarding claim 15, Czyszczewski discloses the method of claim 11, wherein 
said selecting at least one of said print jobs stored in said memory of said e-mail 
enabled printer for distribution comprises (see figs. 9D and 9E): retrieving a list of print 
jobs stored in said memory of said e-mail enabled printer from said memory (col. 3, 
lines 5-10); displaying said list of print jobs stored in said memory (fig. 9E, col. 3, lines 
5-7, document is hold for later access-it is implicit that when a document is stored or 
hold for later access therefore the user using the interface of fig. 9E can display a listing 
of the document for selection); providing a control panel (fig. 9E, user interface) for 
selecting at least one of said print jobs in said list of print jobs; and selecting at least one 
of said print jobs using said control panel (fig. 9E, user interface, col. 12, lines 1-65). 

Regarding claim 16, Czyszczewski discloses a system for distributing (col. 7, 
lines 22-25) a print job, comprising (see fig. 3): a network (fig. 3, global network 50); and 
at least one e-mail enabled printer for communicating over said network (fig. 3, 25A and 
135A), said e-mail enabled printer comprising at least one microprocessor for operating 
said e-mail enabled printer (fig. 2, cpu 80), including translating data of said print job 
into an image format for printing by said e-mail enabled printer and attaching said data 
of said print job to an e-mail (fig. 9D and 9E, col. 13, lines 5-8); a display device for 



Application/Control Number: 09/989,340 Page 7 

Art Unit: 2625 

displaying said print job (fig. 9D and 9E), and a job retention memory (col. 3, lines 5-7) 
for storing said data of said print job for distribution. 

Regarding claim 17, Czyszczewski discloses the system of claim 16, wherein 
said e-mail enabled printer further comprises a control panel for selecting said print job 
form one or more print jobs displayed on the display device (fig. 9E, col. 3, lines 5-7, 
document is hold for later access-it is implicit that when a document is stored or hold 
for later access therefore the user using the interface of fig. 9E can display a listing of 
the document for selection). 

Regarding claim 19, Czyszczewski discloses the system of claim 16, wherein 
said e-mail enabled printer further comprises at least one list of e-mail addresses for 
displaying on said display device (col. 12, lines 10-15). 

Regarding claim 20, Czyszczewski discloses the system of claim 16, further 
comprising: an Internet connection for communicating with said network (col. 3, lines 
19-20); an e-mail server for communicating with said network (fig. 4, email server 75); 
and at least one workstation for communication with said network (fig. 4, A, B and C 
databases can be interpreted as a workstation). 

Response to Arguments 
Applicant's arguments, see pages 7-9, filed 04/18/06, with respect to the 
rejection(s) of claims 1-20 under 103(a) have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a new 
ground(s) of rejection is made in view of newly found prior art references due to newly 
amended limitations as cited in claims 1-3, 5-6, 8-11 and 16-17. 
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8569. The examiner can normally be reached on M-F (9:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on (571) 272-7437. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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